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DETAILED ACTION 

1 . In their preliminary amendment filed on October 14, 2004, applicants canceled 
claims 52, 55, and 62. 

2. Those changes made to the original patent by a Certificate of Correction dated 
May 21 , 2002 were not properly entered as though part of the original patent. Those 
changes must be entered in the reissue application by incorporating them as part of the 
original patent and not as changes in the reissue. See MPEP 141 1 .01 . 

Specification 

3. The copy of the specification filed by applicants is improper because it does not 
incorporate the changes made by the Certificate of Correction. 

Oath/Declaration 

4. The reissue oath/declaration filed with this application is defective because it fails 
to contain a statement that all errors which are being corrected in the reissue application 
up to the time of filing of the oath/declaration arose without any deceptive intention on 
the part of the applicant (the oath or declaration does not comply with all the 
requirements of 37 CFR 1 .63 and 37 CFR 1 .175: Applicants submitted a second 
preliminary amendment on March 25, 2005, which is not addressed in the original 
oath/declaration). See 37 CFR 1.175 (b)(1) and MPEP § 1414. 

5. Claims 1-50, 51 , 53, 54, 56-61 , 63-65 are rejected as being based upon a 
defective reissue oath or declaration under 35 U.S.C. 251 as set forth above. See 37 
CFR 1.175. 
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The nature of the defect(s) in the oath or declaration is set forth in the discussion 
above in this Office action. 

Claim Rejections - 35 USC § 112 

6. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and use the same and shall set forth the 
best mode contemplated by the inventor of carrying out his invention. 

7. Claims 1-51 , 53, 54, 56-61 and 63-65 are rejected under 35 U.S.C. 112, first 
paragraph, as failing to comply with the written description requirement. The claim(s) 
contains subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. 

Applicants recite "laser means" in claims 1 and 25 and recite "an infrared laser" 
in claims 37 and 59. Since the original patent is drawn to a method of preparing a 
printing form using a digitally controlled laser output, present limitations "laser means" 
and "an infrared laser" (without the phrase "digitally controlled") constitute new matter. 

Claim Rejections - 35 USC § 251 

8. Claims 1-51, 53, 54, 56-61 and 63-65 are rejected under 35 U.S.C. 251 as being 
based upon new matter added to the patent for which reissue is sought. The added 
material which is not supported by the prior patent is as follows: 

Applicants recite "laser means" in claims 1 and 25 and recite "an infrared laser" 
in claims 37 and 59. Since the original patent is drawn to a method of preparing a 
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printing form using a digitally controlled laser output, present limitations "laser means" 
and "an infrared laser" (without the phrase "digitally controlled") constitute new matter. 
9. Claims 37-51 , 53, 54, 56-61 , and 63-65 are rejected under 35 U.S.C. 251 as 
being an improper recapture of broadened claimed subject matter surrendered in the 
application for the patent upon which the present reissue is based. See Pannu v. Storz 
Instruments Inc., 258 F.3d 1366, 59 USPQ2d 1597 (Fed. Cir. 2001); Hester Industries, 
Inc. v. Stein, Inc., 142 F.3d 1472, 46 USPQ2d 1641 (Fed. Cir. 1998); In re Clement, 131 
F.3d 1464, 45 USPQ2d 1 161 (Fed. Cir. 1997); Ball Corp. v. United States, 729 F.2d 
1429, 1436, 221 USPQ 289, 295 (Fed. Cir. 1984). A broadening aspect is present in 
the reissue which was not present in the application for patent. The record of the 
application for the patent shows that the broadening aspect (in the reissue) relates to 
subject matter that applicant previously surrendered during the prosecution of the 
application. Accordingly, the narrow scope of the claims in the patent was not an error 
within the meaning of 35 U.S.C. 251 , and the broader scope surrendered in the 
application for the patent cannot be recaptured by the filing of the present reissue 
application. 

Claim 37 of the present reissue application omits the claim limitation as to the 
radiation-sensitive composition comprising a phthalocyanine pigment (as a radiation 
absorbing compound) and additionally comprising an infrared absorbing dye, and claim 
59 of the present reissue application omits the claim limitation, "a desired run length for 
the printing is predetermined and the thickness of the ink coated is determined 
according to the desired run length." In the original application, the claim limitation as to 



Application/Control Number: 10/686,516 Page 5 

Art Unit: 1752 

the radiation-sensitive ink composition comprising a phthalocyanine pigment (as a 
radiation absorbing compound) and additionally comprising an infrared absorbing dye 
was presented in the amendment of March 2, 2000 to obviate a rejection (see also the 
amendment of October 2, 2000). Also, in the original application, the claim limitation, "a 
desired run length for the printing is predetermined and the thickness of the ink coated 
is determined according to the desired run length", was argued in the amendment of 
May 7, 2001 to obviate a rejection. 

1 0. It is to be noted that present claim 6 was interpreted by the Examiner to mean 
that every steps of claim 1 (or 3) was carried out in situ in a printing press. 

Claim Rejections - 35 USC § 103 

1 1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

12. Claims 1-4, 7-12, 14-16, and 24 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Yamaoka et al (5,756,258) in view of Sulzberg (4,173,554) and 
Sorresso (3,919,754). 

Yamaoka teaches a photopolymerizable composition having a high sensitivity to 
visible and near infrared light at a wavelength of 600 nm or more (col.1 , lines 1 7-21 ). 
The photopolymerizable composition comprises (see col.4, lines 50-55), an addition- 
polymerizable compound .which has at least one ethylenically unsaturated double bond, 
a radical generating agent and squarylium compound {present infrared-absorbing dye). 
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According to col.7, lines 17-25, Yamaoka's addition-polymerizable compound can either 
be a monomer (such as esters of unsaturated carboxylic acid and an aliphatic 
polyhydroxy compound as listed in col.7, lines 38-54) or a polymer having an 
ethylenically unsaturated double bond on the main or side chain (such as polymers 
obtained by a polymeric reaction of a polyvinyl alcohol, an epoxy resin, a phenoxy resin 
or the like with an unsaturated carboxylic acid - see col. 8, lines 31-37) so that upon 
irradiation of an active ray to the photopolymerizable composition, the ethylenical 
compound cures due to addition-polymerization by the action of the radical-producing 
agent and the photodecomposition product of the squarylium compound. Thus, 
Yamaoka teaches present radiation sensitive resin. Yamaoka also teaches (col.7, lines 
5-15, col. 12, lines 66-67, col. 13, line 1) that his composition can also contain a binder 
polymer such as poly(meth)acrylic esters as well as a colorant (a dyeing pigment). 
Yamaoka states (col.14, lines 18-20, lines 34-40) that his photopolymerizable 
composition can be used for making printing plates and that his composition is coated 
onto a base such as an aluminum sheet which surface is treated by graining and anodic 
oxidation processing (thus, Yamaoka teaches present lithographic support having a 
hydrophilic surface). The coated layer is then is subjected to irradiation of light, and the 
irradiation source includes visible and near infrared lasers (col.14, lines 28-33 and lines 
45-47). Then the unexposed portions of the photosensitive sample are removed with a 
developer (such as aqueous solutions of an organic alkali chemicals) to provide a 
printing plate (col.14, lines 32-33, lines 48-49, lines 54-55). 
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Therefore, Yamaoka teaches present invention of claim 1 (it is the Examiner's 
position that Yamaoka's photopolymerizable composition containing colorant compound 
teaches present radiation sensitive ink) except for the use of present dampening rollers 
and present phthalocyanine pigment. Yamaoka teaches (col.7, lines 5-15) that his 
colorant comprises an organic or inorganic dyeing pigment. Phthalocyanine pigment is 
a conventionally used organic pigment, as evidenced by Sulzberg, col.2, lines 39-43. 
Since Yamaoka does not give specific names for his organic or inorganic dyeing 
pigment, it would have been obvious to one of ordinary skill in the art to use 
conventionally used organic pigment such as phthalocyanine pigment (which is an 
infrared-absorbing pigment as well) in Yamaoka as a dyeing pigment with a reasonable 
expectation of obtaining a photopolymerizable composition having a high sensitivity to 
visible and near infrared light. Therefore, Yamaoka in view of Sulzberg would render 
obvious present phthalocyanine pigment. Also, even though Yamaoka does not 
explicitly state that his development step is done by using dampening rollers, 
dampening rollers are widely used in the art of printing trades where they are employed 
to carry water or other dampening solution to the printing plates, as evidenced by 
Sorresso, col.1 , lines 13-16. It is the Examiner's position that one of ordinary skill in the 
art would have found it obvious to apply the developer (such as aqueous solutions of an 
organic alkali chemicals) in Yamaoka by using dampening rollers, which are widely 
used in the art of printing trades. Therefore, Yamaoka in view of Sorresso would render 
obvious the use of present dampening rollers. Therefore, Yamaoka in view of Sulzberg 
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and Sorresso would render obvious present inventions of claims 1-4, 7-12, 14-16, and 
24. 

13. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Yamaoka 
et al (5,756,258) in view of Sulzberg (4,173,554) and Sorresso (3,919,754) as applied to 
claim 1 above, and further in view of Reichel (5,492,059). 

Yamaoka in view of Sulzberg and Sorresso is discussed above in Paragraph 12. 
Yamaoka does not teach present sleeve or cylinder as his support material. However, 
as evidenced by Reichel (col.1, lines 15-43), sleeve-shaped printing forms are known in 
the art to be advantageous as they can easily be mounted onto a form cylinder. It is the 
Examiner's position that it would have been obvious to one of ordinary skill in the art to 
provide Yamaoka's aluminum base material in a sleeve shape so that it can be readily 
mounted on the form cylinder. Therefore, Yamaoka in view of Sulzberg and Sorresso 
and further in view of Reichel would render obvious present invention of claim 5. 

14. Claims 17-19 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yamaoka et al (5,756,258) in view of Sulzberg (4,173,554) and Sorresso (3,919,754) as 
applied to claim 1 above, and further in view of Mattor (3,847,614). 

Yamaoka in view of Sulzberg and Sorresso is discussed above in Paragraph 12. 
Yamaoka does not state that his photosensitive composition is coated to the base at a 
predetermined thickness. However, as evidenced by Mattor, col.1 , lines 37-41 , it is 
known in the art that in general, the thicker the layer of a photosensitive material, the 
greater the run length of a printing plate. Based on Matter's teaching, it would have 
been obvious to one of ordinary skill in the art to apply a certain thickness (which is 
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predetermined) of the photosensitive composition in Yamaoka according to a desired 
(or predetermined) run length of the printing plate. Also, it is the Examiner's position 
that present means and present steps of claims 17 and 18 would also have been 
obvious to one of ordinary skill in the art at the time the invention was made because it 
has been held that broadly providing a mechanical or automatic means to replace a 
manual activity which has accomplished the same result involves only routine skill in the 
art. In re Venner . 120 USPQ 193. Therefore, Yamaoka in view of Sulzberg and 
Sorresso and further in view of Mattor would render obvious present inventions of 
claims 17-19. 

1 5. Claims 37-41 , 44, 45, 47, 50, 57-59, and 63 are rejected under 35 U.S.C. 1 03(a) 
as being unpatentable over Yamaoka et al (5,756,258) in view of Bi et al (5,599,650). 

Yamaoka teaches a photopolymerizable composition having a high sensitivity to 
visible and near infrared light at a wavelength of 600 nm or more (col.1, lines 17-21). 
The photopolymerizable composition comprises an addition-polymerizable compound 
.which has at least one ethylenically unsaturated double bond {present reactive diluent), 
a radical generating agent and squarylium compound (present infrared-absorbing dye). 
See col.4, lines 50-55. Yamaoka also teaches (col.7, lines 5-15, col.12, lines 66-67, 
col. 13, line 1) that his composition can also contain a binder polymer such as 
poly(meth)acrylic esters {present acrylate resin) as well as a colorant (a dyeing 
pigment). Yamaoka states (col. 14, lines 18-20, lines 34-40) that his photopolymerizable 
composition can be used for making printing plates and that his composition is coated 
onto a base such as an aluminum sheet which surface is treated by graining and anodic 
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oxidation processing (thus, Yamaoka teaches present lithographic support having a 
hydrophilic surface). The coated layer is then is subjected to irradiation of light, and the 
irradiation source includes visible and near infrared lasers (col. 14, lines 28-33 and lines 
45-47). Then the unexposed portions of the photosensitive sample are removed with a 
developer (such as aqueous solutions of an organic alkali chemicals) to provide a 
printing plate (col. 14, lines 32-33, lines 48-49, lines 54-55). 

Yamaoka does not explicitly state that his development step is done on-press. 
However, on-press development is well known in the art for its ability to develop an 
image without resorting to wet development steps or like intermediary processing steps, 
as evidenced by Bi et al, col. 6, lines 43-62. Therefore, it would have been obvious to 
one of ordinary skill in the art to carry out an on-press development in Yamaoka in 
removing the unexposed portions of the photosensitive sample in order to develop the 
image without resorting to wet development steps and other intermediary processing 
steps. Therefore, Yamaoka in view of Bi would render obvious present inventions of 
claims 37-41 , 44, 45, 47, 50, 57-59 and 63 (it is the Examiner's position that Yamaoka's 
composition which contains colorants would inherently be capable of being a printing ink 
as presently recited in claims 58 and 63. Also, since Yamaoka states that his 
composition is used in making printing plates, it is the Examiner's position that present 
steps (e) and (f) of claim 59 are impliedly taught by Yamaoka in view of Bi). 
1 6. Claims 42, 43, and 46 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Yamaoka et al (5,756,258) in view of Bi et al (5,599,650) as applied 
to claim 37 above, and further in view of Sulzberg (4,173,554). 
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Yamaoka in view of Bi is discussed above in Paragraph 15. As discussed above, 
Yamaoka teaches (col.7, lines 5-15) that his composition can contain a colorant 
comprising an organic or inorganic dyeing pigment. Carbon black or phthalocyanine 
pigments are conventionally used inorganic or organic pigments, as evidenced by 
Sulzberg, col.2, lines 39-43. Since Yamaoka does not give specific names for his 
organic or inorganic dyeing pigment, it would have been obvious to one of ordinary skill 
in the art to use conventionally used inorganic or organic pigment such as carbon black 
or phthalocyanine pigment (both of which are infrared-absorbing pigments as well) in 
Yamaoka as a dyeing pigment with a reasonable expectation of obtaining a 
photopolymerizable composition having a high sensitivity to visible and near infrared 
light. Therefore, Yamaoka in view of Bi and further in view of Sulzberg would render 
obvious present inventions of claims 42, 43, and 46. 

17. Claim 51 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yamaoka et al (5,756,258) in view of Bi et al (5,599,650) as applied to claim 37 above, 
and further in view of Mattor (3,847,614). 

Yamaoka in view of Bi is discussed above in Paragraph 15. Yamaoka does not 
state that his photosensitive composition is coated to the base at a predetermined 
thickness. However, as evidenced by Mattor, col.1 , lines 37-41 , it is known in the art 
that in general, the thicker the layer of a photosensitive material, the greater the run 
length of a printing plate. Based on Matter's teaching, it would have been obvious to 
one of ordinary skill in the art to apply a certain thickness (which is predetermined) of 
the photosensitive composition in Yamaoka in order to provide a satisfactory run length 
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of the printing plate. Therefore, Yamaoka in view of Bi and further in view of Mattor 
would render obvious present invention of claim 51 . 

18. Claim 56 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yamaoka et al (5,756,258) in view of Bi et al (5,599,650) as applied to claim 37 above, 
and further in view of Sorresso (3,919,754). 

Yamaoka et al in view of Bi is discussed above in Paragraph 1 5. Yamaoka in 
view of Bi do not explicitly state that the development step is done by using dampening 
rollers. However, dampening rollers are widely used in the art of printing trades where 
they are employed to carry water or other dampening solution to the printing plates, as 
evidenced by Sorresso, col.1 , lines 13-16. It is the Examiner's position that one of 
ordinary skill in the art would have found it obvious to carry out the on-press 
development (as taught by Yamaoka in view of Bi) and apply the developer (such as 
aqueous solutions of an organic alkali chemicals) in Yamaoka by using dampening 
rollers, which are widely used in the art of printing trades. Therefore, Yamaoka in view 
of Bi and further in view of Sorresso would render obvious present invention of claim 56. 

19. Claim 65 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yamaoka et al (5,756,258) in view of Bi et al (5,599,650) as applied to claim 59 above, 
and further in view of Tanikawa et al (5,674,664). 

Yamaoka et al in view of Bi is discussed above in Paragraph 15. Yamaoka in 
view of Bi do not explicitly state that the image is removed from Yamaoka's base after a 
print run has finished. However, it is well known in the art, as evidenced by Tanikawa, 
col. 3, lines 59-65, to remove images formed on a used image support so as to 
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regenerate an image support from the used image-bearing support for further use such 
as printing. Therefore, it would have been obvious to one of ordinary skill in the art to 
remove the images formed on Yamaoka's used image-bearing base in order to 
regenerate Yamaoka's image-bearing base for further use. Therefore, Yamaoka in view 
of Bi and further in view of Tanikawa would render obvious present invention of claim 
65. 

20. It is to be noted that Yamaoka (either alone, or in combination with other cited 
prior arts), does not teach present method of claim 6 in which entire steps are carried 
out on a printing press. Also, Yamaoka does not use his photopolymerizable 
composition as his printing ink as presently required in claims 13, 20, 25, and 64. 
Yamaoka does not teach present reactive diluents of claims 48 and 49. Yamaoka does 
not teach present method of claims 53 and 54, in which present steps (b)-(d) or present 
steps (c)-(d) are done on-press, nor the present method of claims 60 and 61 , in which 
present steps (b)-(f) or present steps (c)-(f) are done on-press. 

21 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sin J. Lee whose telephone number is 571-272-1333. 
The examiner can normally be reached on Monday-Friday from 9:00 am EST to 5:30 
pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Cynthia Kelly, can be reached on 571-272-1526. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 



Application/Control Number: 10/686,516 



Page 14 



Art Unit: 1752 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




S. Lee 

December 8, 2005 



SIN LEE 
PRIMARY EXAMINER 



